m) 



United States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Addroua: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D C. 20231 

www.uaplo.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/869,425 



06/27/2001 



Hiroaki Arita 



3273-0 1 42P 



3973 



2292 7590 03/14/2003 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



EXAMINER 



RAJGURU, UMAKANT K 



ART UNIT 



PAPER NUMBER 



1711 

DATE MAILED: 03/14/2003 



7 



1 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



/ 



UNfTED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington. D.C. 20231 



APPLICATION NUMBER | FILING DATE | FIRST NAMED APPLICANT | ATTORNEY DOCKET NO. 



PAPER NUMBER 



DATE MAILED: 

Below is a communication from the EXAMINER in charge of this application 
COMMISSIONER OF PATENTS AND TRADEMARKS 

ADVISORY ACTION 

THE REPLY FILED FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check only a) or b)] 

a) l^f ^The period for reply expires ^ months from the mailing date of the final rejection. 

b) O In view of the early submission of the proposed reply (within two months as set forth in MPEP § 707.07(f)), the period for 

reply expires on the mailing date of this Advisory Action, OR continues to run from the mailing date of the final rejection, 
whichever is later. In no event, however, will the statutory period for reply expire later than SIX MONTHS from the 
mailing date of the final rejection. 

Extensions of time may be obtained under 37 CFR 1 .1 36(a). The date on which the petition under 37 CFR 1 .1 36(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 
37 CFR 1 .1 7(a) is calculated from: (1 ) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in 
(b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

1 .□ A Notice of Appeal was filed on Appellant's Brief must be filed within the period set forth in 

37 CFR 1 .192(a), or any extension thereof (37 CFR 1 .191(d)), to avoid dismissal of the appeal. 

2^ The proposed amendments) will be entered upon the timely submission of a Notice of Appeal and Appeal Brief 
with requisite fees. 

3.D The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search, (see NOTE below); 

(b) □ they raise the issue of new matter, (see NOTE below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying 

the issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: 



4. D Applicant's reply has overcome the following rejection(s): 

5. D Newly proposed or amended claim(s) would be allowable if submitted in a 

separate, timely filed amendment canceling the non-allowable claim(s). 

6^ The a) □ affidavit, b) □ exhibit, or c)^ request for reconsideration has been considered but does NOT place 
the application in condition for allowance because: of ^eszsc>ys zjkJ^zd cV\ cJ^cJi^JL J-xrfr^ , 

7.D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 
8J5 For purposes of Appeal, the status of the claim(s) is as follows (see attached written explanation, if any): 

Claim(s) allowed: - .- .. 



Claim(s) objected to: '. 

Claim(s) rejected: /' ^ 



Claim(s) withdrawn from consideration: . 



9.D The proposed drawing connection filed brv_L__ . a) □ has b) □ has not been approved by the Examiner. 

■J^Cl Note the attached Information Disclosure Statement(s) (PTO-1449) Paper No(s).^_ . 
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Note attached to adv. Action 

Instant claims are directed to a composition comprising an elastomer and a glycol. There 
is no evidence in the specification thaytherefore encompasses both reacted & reacted glycol- 
sition. See in col. 4, lines 1-54 teaches polyetheramides which areas on (claimed) elastomer the 
polyetheramide is prepared by reaction of a polyamide with a polyether such as 
polyalkyleneglycol. It is evident thus that Lee discloses a composition comprising an elastomer 
(i.e. poly ethereamide) and a glycol. 

Applicant's argument tat Lee is not directed to the same subject matter as that of instant 
invention is true but not persuasive since composition of Lee reads on the one that is instantly 
claimed. Though Lee does not specify any amount of glycol, it is reasonable to expect that the 
glycol component can be present in the composition, as an unreacted material at as low as 
(claimed) 0. 1 . Lee teaches glycol in claimed amount. 

Claims 1-6 are therefore prima facie obvious. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to U.K. Rajguru whose telephone number is 703-308-3224. The 
examiner can normally be reached on Monday-Friday from 9:30 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 703-308-2462. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 
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